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  Protecting Your Innovation


The United States Patent and Trademark Office recently instituted changes to the rules regarding the number of claims that a patent application may contain, and the number of continuing applications that may be filed within an application family.  We provide this synopsis of the rule changes, and our recommendations for responding to them, in an effort to help you maximize the protection of your intellectual property rights.  We invite you to contact us to discuss in further detail how the rule changes may affect your particular situation and whether you should take immediate action to avoid losing any of your rights.

Continuing Applications

Under the new rules, patent applicants may file only up to two continuation or continuation-in-part (CIP) applications and one request for continued examination (RCE) within an application family.  An application family includes the initial application and its continuation or CIP applications.  Applicants may file additional continuing applications or RCEs only with a petition and a showing as to why the additional filing is justified.

For applications disclosing more than one patentable invention, applicants may still file divisional applications for each invention, but only in response to a restriction requirement.  Each divisional application may form the basis for a divisional application family that will be subject to the same limits above regarding continuation or CIP applications and RCEs.

Number of Claims

Under the new rules, each application may contain up to five independent claims and twenty-five total claims.  An application may contain more than 5/25 claims only if the applicant files an Examination Support Document (ESD).  The 5/25 claim threshold counts all claims in copending applications having at least one patentably indistinct claim, but not the claims in issued patents.  Thus, if two copending applications have at least one patentably indistinct claim and each application contains five independent claims and twenty-five total claims, each application will be treated as containing ten independent claims and fifty total claims.  An ESD will be required for each application.

To prepare an ESD, a patentability search must be conducted.  The ESD must include, among other things, a listing of the references deemed most closely related to the subject matter of each claim, an identification of claim limitations disclosed by each reference, and a detailed explanation of patentability for each claim.  The ESD thus will require a great deal of time and expense to prepare, and will likely result in the applicant making statements that will later be used to limit claim scope.  For at least these reasons, we recommend that the 5/25 claim threshold be heeded except in certain limited circumstances.

In order to ensure compliance with the 5/25 claim rule, each applicant is required to disclose to the Patent Office the existence of all commonly owned related applications.  We will therefore review our files to identify applications that must be disclosed under this new requirement.

Effective Dates

The rule changes regarding continuing applications are applicable to applications filed on or after November 1, 2007.  For applications filed before August 21, 2007, where two or more continuing applications have already been filed, the applicant may file one more continuing application without a petition and showing.

The rule changes regarding RCEs are applicable to any RCE filed on or after November 1, 2007.  Any RCE filed on or after November 1, 2007 that is a second or subsequent RCE in an application family will require a petition and showing.

The rule changes regarding numbers of claims are applicable to applications filed on or after November 1, 2007 and currently pending applications that do not receive a first Office action on the merits before November 1, 2007.

Recommendations

Unfiled Applications

Should be reviewed immediately to determine whether it would be advantageous to file prior to November 1, 2007.

Pending Provisional Applications

Should be reviewed immediately to determine whether it would be advantageous to convert to nonprovisional applications prior to November 1, 2007.

Pending Nonprovisional Applications

· Without a First Office Action

Specification should be reviewed immediately for unclaimed inventions, and continuations/divisionals filed as appropriate;

Claims should be counted and reviewed for compliance with 5/25 rule, and a preliminary amendment canceling claims should be filed if necessary; and

Related applications should be reviewed.

· With a First Office Action

Specification should be reviewed immediately for unclaimed inventions, and continuations/divisionals filed as appropriate

CONTACT US

For more information about the rule changes outlined above and how they may affect your rights, please contact us at one of the locations below or send us an email at: Info@koslaw.com
Mailing Addresses:


 

Southern California Office: 
Klein, O’Neill & Singh, LLP
43 Corporate Park, Suite 204
Irvine, CA 92606

Telephone: (949) 955-1920
Fax: (949) 955-1921 

Northern California Office:
Klein, O’Neill & Singh, LLP
4040 Moorpark Avenue, Suite 110
San Jose, CA 95117

Telephone: (408) 241-6300
Fax: (408) 241-6301 


